APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Cian E. O'Meara 



23644 7590 03/01/2010 I ZZTTT^Z^ 

BARNES & THORNBURG LLP I ^^^^'^ 

P.O. BOX 2786 BOYCE, andre d 

CHICAGO, IL 60690-2786 i 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
03/01/2010 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

Patent-ch@btlaw.com 



PTOL-90A (Rev. 04/07) 





Application No. 

09/740,201 


Applicant(s) 

O'MEARAET AL. 


Examiner 

Andre Boyce 


Art Unit 

3623 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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Status 

1 )^ Responsive to communication(s) filed on 06 January 2010 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-29,35 and 36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) |EI Claim(s) 24-29.35 and 36 is/are allowed. 

6) |EI Claim(s) 1-23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 
Response to Amendment 

1 . This Non-final office action is in response to Applicant's request to reopen 
prosecution filed 1/6/10, following a decision by the BPAI containing a new grounds 
of rejection to claims 1-22 and 35 under 35 USC 101, filed 11/6/09. 

2. Claims 1 and 35 have been amended, while claims 30-34 have been canceled. 
Claims 1-29, 35 and 36 are pending. 

3. As discussed below. Applicant's amendment to claim 1 does not overcome the 
35 USC 101 rejection to claims 1-22 entered by the BPAI decision. In addition, 
claim 23 is now rejected under 35 USC 101 following the same rationale as claims 
1-22. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-23 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In order for a method to be considered a "process" under §1 01 , a claimed 
process must either: (1) be tied to a particular machine or apparatus, or (2) 
transform a particular article to a different state or thing. In re Bilski, 545 F.3d 943, 
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88 USPQ2d 1 385 (Fed. Cir. 2008). If neither of these requirements is met by the 
claim, the method is not a patent eligible process under §101 and is non-statutory 
subject matter. 

With respect to independent claims 1 and 23 the claim language recites the steps 
of maintaining a current order, maintaining a prioritized listing, receiving said 
location-based order, updating said current order, etc., however the claim language 
does not include the required tie or transformation. 

Moreover, as discussed in the BRA! decision filed 1 1/6/09, on pages 16-17, "[t]he 
only recitation of structure is in the nominal recitation in the preamble citing a 
"method executed in a computer apparatus." This recitation is so generic as to 
encompass any computing system, such that anyone who performed this method in 
practice would fall within the scope of these claims. Thus, the recitation of a 
computer apparatus in the preamble is not, in fact, a limitation at all to the scope of 
the claim, and the claim is directed, in essence, to the method performed by any 
means. As such, we fail to find that this recitation alone requires the claimed method 
to include a particular machine such that the method qualifies as a "process" under § 
101. We will not allow such a nominal recitation in the preamble to convert an 
otherwise ineligible claim into an eligible one." 

In addition. Applicant's amendment to claim 1 including "said method being 
carried out by an ordering server..." does not satisfy the requirement, since, as 
discussed in the BPAI decision, the recitation of a computer apparatus in the 
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preamble is not, in fact, a limitation at all to the scope of the claim, and the claim is 
directed, in essence, to the method performed by any means. 

Claims 2-22 are rejected based upon the same rationale, wherein the claim 
language does not include the required tie or transformation. 

Allowable Subject Matter 

6. Claims 24-29, 35 and 36 are allowed. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andre Boyce whose telephone number is (571)272- 
6726. The examiner can normally be reached on 9:30-6pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 



/Andre Boyce/ 

Primary Examiner, Art Unit 3623 
February 24, 2010 



